Express Mail No: EV335547387US 



Et, 3d SERIES 

[legations were ^without merit when it 
ed Rockwell to -indemnify its di- 
rs. w Appellant's Brief at 26. In fact 
lering indemnification to the "fullest 
t permitted by the Jaws of . the State 
:laware" there was no determination 
3. California court as.tp the ailowabili- 
fees under Delaware law. The perti- 
Delaware law gives corporations the 
iir to mdemniry" a directdr-deferidant 
director acted in good faith, 8 Del. Ci 
>(b) (emphksis added), and Rockwells 
vs required that Rockwell exercise 
bwer; But there has been no judicial 
nidation of good faith here, and 
veils determination of good faith and 
quent indemnification is irrelevant, 
we cannot agree thai/ ' the district 
s approval of the settlement terms 
te that the Citron plaintiffs would 
iad very little likelihood of success on 
exits because the defendants acted in 
7 aith. 17 

CONCLUSION 

Board committed legal error in de- 
ling the allowability of Rockwell's le- 
sfense costs based on whether the 
conferred a "benefit [on] the Goyern- 

and based on a "but for" standard 
K)ked solely to the fact that admitted 
idiict by Rockwell formed the basis 
e complaint. We vacate the Board's 
)n and remand to the Board for fur- 
roceedings consistent "with this qpin- 
)n remand, the Board may allow the 
only if it determines that the plain- 
i the tiitron lawsuit had 'Very little 
ood of success on the merits" of pre- 



:ated and remanded. 



sr of collateral , estoppel, it 
ng against the government. 



would be 
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2. Patents <3=>32 ; < .-v; : , v . - ; 

If during' p^J^eh^ 
ent and Trademark 0££cQ f (^ 
meet burden of presenting a prima* fauie 
^oruhpateritaBm'^ 
is Entitled to ttik patent: ' < r; v ■ - ; 



3. Patents <s=>32 

. r . When a prima f^e .'case of uimateirta- 
is ; xnaile by the Patexit ' Trade 
niayk OiS^:^ 

the Patent app^nt ; 'to 'come forward with 
^(^P^p^ supporting patent 



^« re £rank ^ jGLAUG; andu ^ 
- :! n;---: Margaret A, Katp; ov ^. 

^osi 00-1571, 08/45014; - 

United States 7 Court oPAppeak, 'i> . ■ « * 
j : Federal Circuits v ■ ^; 

v DECIDED:. 'MB^^ r 2^^^[ 



Ijjfoj patent applicant apoe^ed, decision 

I ?atent Appeals ^ Interferences re^ 
J ^^^f-i^^^ 1 ^^ . f<>r process for milSrig 

|P§fe^ with flhitfif J w&t" el^tic 
The dburt c>r ^%^^uine 
Mfewniari, Circuit Jud^;'l&d' tn^flfe- 
||ment of adhesive in spaced a^ ^dnes, in 
^patent applicant's process ;to^ manufacture 
I lasting; disposable trainmg-p^nte^ was 

jSagtvObYteUS. V;:'; 



reversed! 



{■'/; ly^Patenfe <&$2 > ' 

i and Trademark Office (PT^ b^^e 
initial f harden rof presenting a; prima facie 
[ <?aise of unpatentability^ -\»- i r . 



4. Patents <s»36(2) 

™^ 

^^yp]^^^^ y^l non ^d^er^neji 
on the entirety of the'fe^d,;by^ 
derance of evidence and weight of argu- 
ment. 

5. patents <S^16.26 

;i; 1 9}^^ent in spacfed ;apart 

zoh^c in. patentr apjplicant's process to 
m^ufarture long ; luting idisposable, trains 
Wg : ^ts^was; not 6byibi^/ in view of prior 
art reference/to training pants; in- prior 
^ P^fJ? werc formed by spreading adhe- 
sivb 1 \ip6ti si; cbfttinub^ web of f^Bri^/ \vKile 
m apr^nt^ w^ l plami 

menfc D ^iw^ei^^ ^ ^p^I 

ing. of adh<^i^ to Burich 
and stre^ ^ere^ 

tic decay cofep^ traninc: 

6. P&nts <s»465(3) ^ ^ ^w' . 

: Wherl^igeneral ;ter^;i3 [used; in patent 
apphcationrto in^ that is 

fiarth^defi^edmo^na^^ 
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term must be understood in the context in 
v^hich the inyentor presents it; : , . r 

v-V^hile. the , mjeasurem^nt of pjiysic^al 
property may not of itself imp.^ patenta- 
bility to otherwise unpatentable clairiis, 
when the measured property . serves ! to 
point up the distinction from the prior art 
or Myari^ prior ajrt, that 

property is relevant to p^teritapUity, aind 
its numerical parameters can riot only add 
precision to the claims • but' also ' mayjjie 
considered; along with ml W the evid^iihei 
in determination of patentability; 

8. Patents <s=>35 iU ' ' ; ' 

'An iiiyejntiir's explanatibh of'hbw the 
'inv<6n : tibri- r wbrT^' J 'd^' not rend&r obvi6ife 
tnWvMefr^ 
posed of patentability. 



/' Mei^dithr Martin Addyv Brinksy^Hofer 
Gilson &' Lione, of Chicago, ILi argued for 
appellants- With her on the briefs were 
Robert Nv Carpenter i and«v Hehry( sLJ 
Brinks; ^ ' ' ■y-.- <r: :vy\y:<;^ '.Wu 

Lindk. ^pncys. Isacson, j^Qcra^^ 
ter, .Qffic^ rf ^^ ^hd^, ^aterij gnd 
^demark ^ W^^~ 
gued for appellee/ rwitji fier . ; the.'.b?^ 
john^ ajjafer^^a,-^^" 
Cri&tis, Associate Solicitor. * V, 

■■■■ .. v^n^ ;-;:\!'< ? :^ : - :rA^ 

Before MAp^R, Chi^u^p , w ; . 

PAULINE NEWM^i;pixa4W^.r^ 

Erahki S. vGlaug and -Margaret AV/Kato 
(herein "Glaug^O appeal thei decision iofvthe 
Board of Patent Appeals and ^nterferehces 



of the United States Patent and Trac 
mark Office, rejecting all of the claims 
patent application Serial No. 08/455,3 
entitled "Process for Making a Traini 
Pant Having a Unitary Waist Elastic S; 
tern." The Board's decision is revers( 

The Glaug invention is a method of m; 
ing disposable training pants. The pai 
are described as providing a more comfo 
able fit over a wider weight and size rar 
as well as a longer useful life, as compar 
with known training pants, because 1 
elasticity at the waist is preserved ovei 
longer period of repeated cycles of elas 
extension and contraction, such as wt 
the child lowers and raises the par 
These benefits result from the manner 
which the elastic is adhered at the wa 
achieved by placing the adhesive t) 
holds the elastic in spaced zones so t 
there are zones wherein the fabric is u 
dhered between the adhesive zones, £ 
folding the edge of the fabric over 
elastic. Claim 1, the broadest claim, 
representative. Emphases have been a< 
ed to the features asserted by Glaug 
provide distinction from prior art proc* 
es: 

1. A process having a machine 
rection and a cross direction for mak 
disposable absorbent articles, comp 
ing the steps of: . 

[a] continuously moving a base la 
generally in a machine direction, 
base layer comprising opposite e* 
portions generally extending in the i 
chine direction, 

[b] providing a plurality of absorb 
structures having respective length 
mensions greater than respective wi 
dimensions, 

[c] positioning the absorbent' struct 
at spaced apart locations between 
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Patent and Trade- 
ill of the claims of 
ial No. 08/455,374 
vtaking a Training 
Waist Elastic Sys- 
jcision is reversed. 

s a method of mak- 
pants. The pants 
ing a more comfort- 
right and size range 
ul life, as compared 
pants, because the 
is preserved over a 
ced cycles of elastic 
tion, such as when 
raises the pants, 
rom the manner in 
Ihered at the waist, 
the adhesive that 
>aced zones so that 
in the fabric is una- 
idhesive zones, and 
he fabric over the 
broadest claim, is 
ases have been add- 
serted by Glaug to 
m prior art process- 
ing a machine di- 
direction for making 
it articles, cornpris- 

loving a base layer 
chine direction, the 
sing opposite edge 
extending in the ma- 

iurality of absorbent 
respective length di- 
han respective width 

; absorbent structure 
►cations between the 
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^opposite edge portions of the base l&yer; 
4.^siich that ihb) length dimensions of the 
jlciaibsjorhent structure are .generally trans- 
^[y^i-se to cthe machine direction^; ; : ; 

V^fd]; 1 ap^lylhg an adhesive, generally in 
il: **ffie- vr --BaafcBSh6 direction; 1 J at Selected 
^sjpa&ed &partf zones of each edge por- 
i^tiorii the }s 2bnes of- each edgie portion 
1" being spaced apart^ in the machine di- 
rection, 

-blie] 1 '- continuously dehv£ring an> elastic 
member generally in the machine di- 
rection onto each edge portion, 

^,|fl >r folding each .edge ppii;ion^;gener- 
j; fJ ^lly in a ( cross, direction, over the re- 
■•sp.€^cjtive elastic member, 

• 161 1 *« 162 

'0 :"T,142 ' 38 



[g] =; joining together each folded edge 
portion and the elastic member, ? . : = ^ 

[h] folding the continuously moving 
base layer along a fold lirie' general!^ 
parallel to the majchine direction, and 

, ; [ij fonning; a ^ plurality of disposable ;ab T 
sorbent articles haying a respective plu- 
rality. of ,clos^-ipop vvi^t-elastic sys- 
tems in wte waist elastic system 
has ; ^n average , maximum magnitude 
if dc&ay tess; thkn about %6? ^tas 
lit an "extension rahg^/of abiiut 115 

" millimeters tij about 300 millimeters 
over the'first three ^fclesC ;: ' ^ Ju :: ' 

The pte&ritent'of th^^he&ivls is illusti^ 

ed in tjie followirig dia^anH' ^iM*- <M- • 

stiructiori piwe^s: ' :i 




pguje;^ shoves a pro<£?s for making , one 
e^boj^ent of the ; pant. . As base layer 
|^is jqqjitinuou^ly moved through the ma- 
W$e, : . absorbent, st^ctur^ are at- 
tached and leg openings 116 1 are f cui.; To 
form the waist elastic system, adhesive is 
applied- by - means /of patterned* adhesive 
rollfe>vl52 and 158: ; ; Glaug explains • that 
different adhesive ipatterns> are shown on 
) Ms' 152 - and :• 15& , to -illustrate'' different 
possible patterns^ Aiit that generally the 



patterns the ^kme 

baSe layer. " Th^^dTifesiv^ 

plied iti&pSMfa, r vvnich intlud^s £$untt£ 

ty of distinct adhesive ^nes 156^ tod 162 

which d^s^^'d^ 

An elongate elastic mekber'440^ is' joined 

to the^ adhesive -zdiies 156- and 162/^ijie 

remainiri^ ? adhesive, at 1540seiVe^itd 

join > the foldedTOver. edge of ^e"base )Iayer t 

142 after it/ " passes « fplding boards : 1M} 

The structureuis then folded down ifeicei*- 



Best Available Copy 



283 FEDERAL REPORTER, 3d SERIES 



ter, cub at the leg openings, and sealed to 
form pants: -';' ( ' : 

tke PTO Proceedings -,.:v,v 



: [l-4f During paferit exarninatipn the 
^0 bears the initial burd^ 6f j^s^nting 

re Officer, m . F!2d-' ? li43,j' 1445,;; 24 
USP^d 14*3, ^44 (Fed;<6ir^i992)^ In re 
P^MVfM 1468, 1472, ^liSPQ 

£o ^ee^th|$ burden, J£en ; t% ^pplicapt is 
entitled to the pate/it . Hqwever, ; when a 
prirtw/WW c^e is ma,^e, the.b^en shifts 
to^ih^ Ipplickhito forward with evi- 
dence and/or argument supporting, patent- 
ability Patentability vel rum is then de- 
termined on the entirety, of the record, by 
a preponderance of eviaerlce j^d4^ght of ^ 
argument; Id As disciissed : ip In r&RvrtP' 
hart, 531 F.2d 1048, 1052^189 USBQ 14^ ; 
147 (CCPA 1976), the prima Jac^ jQ^se^J : 
not a stone wall against which rebuttal 
evidence is tested^ patepte^^ 
mined by pr^ponder^c^^V^ the Evi- 
dence. We review the ^<i^ 9 ^^^^. on • 
the record, in a&ordance' \y0 the app^: 
late OTteria ^f t^e J\to 
dure Act, stlLS.e. fW5.] J 
v. Zurko, 527 U.Sl m l^SjCt. 18|6, 144 
L,Ed.2d 143-50 U^PQ^'19^^1999). 

■ " . -.V* ■ v.. 

The examiner rejeSed all of the claims 
on the ground of obviousness, based on 
United ^ %1 
mura) r in \riewof : ^ Patent No. 

3,^,765 (Magid), B ( oth references rdate 
tpi ;dfepos^le H h§iby pants. , ; T^e ; Nomura 
referencesh^^^ 

ofhQlaug's; ^c^ ^^cept jfor tho^e -shown 
wptxt in boldface.: Magid ^homa fold or 
hem of fabric ;over the el^tic> at the waist 
and legs of baby pants: tsThe Board found 
that Nomuras suggested 
spacing of the adhesive for .the .elastic 



waist; v that :the numeric^ magnitude ; of 
elastic decay i as stated in' claiim^ l iis inher- 
ent in the ; Glaug structure : and thus not of 
patentable significance,- and "^that v it would 
have been: obvious to, pla;ce the. Magid hem 
over the Nomura .elastjq. The Board held 
that apri^ 

made,;and,t^ superi- 
or^re^ts^was. in^equa^r v tQ-;r^but that 
conclusion. -orr 



Claim Clause {d]<--The Spaced Apart Ad- 
hesive Zones '■■ v: : i--^^s 

[5] Claim clause [d] states' that the = ad- 
hesive^ applied 'piendly in tH^maehine 
directly 

apart!" The speciflca^ 
adhesive may; b^ placed only on the seams 
with the elastic seeded #en the halves of 
the; ^^Kver-^t ad joined together, 
or r jrfiay Be s{>^ed ^ along the 

%jiSic with as gaps be- 

z()nes ofJap^ive^ \N6mura de- 
I&crib(^^ preferred 
emtofhmen^ ^ 
.p^gd^.in a coMinuous film. Nomura 
* ^|^ttes tiatj'^ne adhesive zones may 
/fefapplied WitW adhesive continuously ex- 
^tendihg overall on these zones, or in a 
^ plurality of dote, intermittent lines, or heli- 
cal lines." 

%i Thi%6ard held that this was a prima 
facie teaching of Glaug's "spaced apart" 
adhesive zones, in that Glaug's placement 
of adhesive in zone&is toghtf by or^(M 
Kav£be<m ob^ous : ;fi^ffie Nomuri^fer- 
ence! • The Board"^ 
Nomura arid Gi^^e^eS^ 
tent" uid^cribin^^ : C 

Glaug^rgues. that Nomuras ulustiratiqns 
do i not show inter^tteritj zones of adhe- 
sive,; and that the,only>usage of "intentiit- 
tent&by Nomura is in one broad .catchriall 
sentence '^at the end; X)£:: the description: 
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nagnitude of 
in* 1 is inher- 
id thus not of 
that it would 1 
ie,Magidhem I 
le Board held 
viousness \yas ' r - 
■nee of superi- 
to rebut that 

?ed Apart Ad- 

»s that the ad- 
h the machine 

are "spaced 
plains that the 
r on the seams 
n the halves of 
ined together, 
sely along the 
-inch gaps be- 

Nomura de- 
the preferred 
idhesive to the 
film. Nomura 
ive zones may 
mtinuously ex- 
sones, or in a 
it lines, or heli- 

3 was a prima 
"spaced apart" 
jig's placement 
;ht by or Would 
Nomura refer- 
out that both 
word "intermit- 
sive. 

ra ? s illustrations 
zones of adhe- 
ge of "intermitr 
broad catch-all 
he description. 



Giaug argues thati?Nomuraiclear^ did: not lustrations from -Ngimura^ &nd argues that 

contemplate isp^ed^zone^rtypengaps- in the i^omura .does^nqtxshow/adhesiye placed;in 

*i^esiye:ipl^mentv ; ;in ^theiirmaoWrie di-: zones that 'ar^e ^i^pa^j^^b^/'^hesiv^free 
ruction. , Glaug points toiitHe^following il- 



zones 




In "Nomura, the n jjants ; afre' 1 formed' by 
Shading adhesive upbri £ ^ 6oritihuoiis ; ^eb 
26; fbrrned f : <A ! 'fibrdus^''n6h-w6Vesii faoric^ 
introducing' elastic* tri^b^rs 1 (hot ' stioWri) 
: SnS Bbhding the sxrmgSitient "t6 anp&& 
cohfinubus "*we6, :s^ndOT<inihg absbrffetrfc 
material within; The' dia^nl reprbBu^ed 
stibvfrs' the placement^ of : adhesiv^ £t 30b 
^oiutd the leg openings; at 32 'i^ohg the 
waist/ anil at ' j3l : fe^nding frohi dppositle 
sjfdWof 

• -^'•'jSJaugv-alsci points out ithat Npmura ad- 
heres the eJ^tiC ; in an ; entirely- ^iffer^nt 
w^y :&p?n^ th§ filaug^>prpces§: j^omu^a 
stretches the elastic, and applies the adh§h 
jsive to the fabric in a broad band in order 
i to tiof<£ the ! &a&c m the ^tre&fieiJ position 
i during the manufacturing process. Glaiig 
v''-points/out<i^t^the Nomui^jadheisiye must 
f be placed ^ a; large ;sur^ 

face ^rea and continuous attachment be- 
' tweeri the elastic and itiierifabriei /In com 
Jteast^ the Glaug 1 .? specification sis;' explicit 
j^thatthe adhesive/is^ppKed so asto: reduce 



the area of -attachment ^bptweeiv^ the elastic 
9pd; ( tlie. fabric, soi^K'at z^nes ; ^6£ fabric are 
npt adhere^ to ..|]t;h@^ Bl^Mc^^n^.c^i' bunch 
pfj stretch between, the { ppints pf adhesion. 

Gldug is cbrr^ usage 
of ^interMittjgrit"' y d^^ripfr suggest the 
presence ;<of zones 'entirely freei of adhesive 
aJid' disTposed gendrMy in- ; te mfacKin&di- 
reition. ' ^N6mura ? s= ^p;edfication makes 
cte^ftftat ids- /prbce^ tequir^^brp^ bori- 
tiictit?etween the elastic and' the- adhesive; 
with* illustrations MKcontinu9us zoneis> of 
adhesive that fix the fabric to the stretch 
elastic. In, contrast, Glaums specification 
uses ^ihterraTOsnV' €p "designate bijly dis- 
tirict zpnfes ' of ^diiQsiye spaced .apart 1 t>y 
zones free; 6f '' aaHisswe. T^ical aescrij^ 

tioris from G\&\ii?s sp J ^ul&tion *are: ; 

■:Uvy*r-* , .-.;i-.- f ;;.i ^ci-rWii.v '-i^/ 
j JEhe intenmttent.ga^ro is ( a 

r ^pattern of L27.[^entimeter J]0.5 in^ 
.^.wide adhe^ye^;^ 

centtoeter Vf md!e! zonets ; ^yith jao adhesive. 

|^pU(^t^n,^;31.] . . f . 10 j. : t v V , 

[EJulsedva^ ^.canfapply 
'u an ^hesive patfcernrsu^h as m adhesive 
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zone:92 (Fig, 5) having/a window 93 that 
is void of : adh^iver ! {Application p.-'42.] 

; Aiclh^sive pattern l^ ^clude^ a pluirsdity 
of distinct adhesive zones 156 which are 
spaced apart from one another^: i.e., in- 
termittently applied, in the machine di- 
rection 144. [Apphcaticpppt :4&r49.-L 

Patterned- adhesive roll 158 apiplifes . an 
optional adhesive pattepi 1^. having a 
plurality of spaced-ap£pi di$%^t^dhe- 
sive zones 162. [AppUcatiQfep; 49 ] ^\'\ 

The Solicitor cites Claugfs statementythiat 
the adhesive roll applies \adfresive inter- 
mittently . . . in [thqjmaqhine direction [to 
include] a plurahty of distinct tad^ 
zones f&6 which are space^pa^ ftomon| j 
another, Le., intermittently - .applied," as 
showing that Glaug himself 1 taught that 
"spaced apart" and 'Intermittent" have the 
same me^riing^ ? 1aiSu^ re^fi^s that ¥ip 
rh&rii^ of 

in defines what 

Glaug itieant. ! Glaiig' states tfi^t "ihterliiit^ 
tent," inrhis 

sive zones ^e ; Jsep^^ no 
adhesive, : and thus is:^istinguished; from 
overlapping striper og^ihesiye ^ f^d in 
Nomura^ ; Although ; tli,e n Solicitor states 
that "Nomura; e^ressly teacher 'applying 
an/adhesive* in , >spaced>apatt zones,- ";PTQ 
brief at 14/ these: wofcds are -quoted from 
Glaug, not Nomura^ ;ui ..- . -.'.^Lb 

[6] \ It; well ^teblisjfied that when a 
gehersi teirn; is u^<i te;;^^ a con-t 
cjeptth^^^ 

the general " fc^rm miigt |ie , raderstood ih 
the context in which tM inventor presents 
it " Med- 
zM; M^Sd ^^TJt/ 1477; 45 

USPQ^l r i429; ;M2S^^CMi9§8) ("This 
rule '"-^f '•''"bbfefTO^ft'SS- 1 ' reebgnizjsib' % ' tHafe :: *t3ie* 
inventor 1 may have imported a special 
meaning to 'a term ; in border ?*to'i conyGy a 
character or ^ property or ; nuance , relevant 



to the particular ; invention?') The word 
"intermittent" *\ is "suscleptible : of various 
meaning, ; and the inventor's lexicography 
must pirevail, -InteUicaM; Inc. u ; Phonome- 
tries, Inc., 952 F.2d 1384, 1388, 21 
USPQ2d 1383, 1387 (Fed.Cir.1992); Lear 
\ Siegler, Inc. v. Aeroquip Corp., 733 Fj>d 
%I,;^89S^1JSPQ 1025, 1031 (Fed.Cir. 
1984)i • ., ; 

The Sofiqitor states that Glaug did not 
argu£ bef^re|th6 Board that Nomura does 
not/show ^spaced apart zones," and that 
Glajig must ; fo^efbre be prohibited from 
rafeirig' this argument before the Federal 
Circint;4 Glau# responds, and the record 
shows, that he argued to the Board that 
Ahe references teach different structures." 
The issue of the adhesive structure was 
Before the Board, whose familiarity with 
the content of the. application and ; . the ref- 
erences on which: i^relies may. be assumed 
by , the patent applicant, ; and need not be 
repeated as if on -appeal" tp a non-technical 
Cpurt. Ah applicant's arguments to the 
examiner and Board are not normally 
Presented in the : identical phrases and 
el&boratiye lengths that are: usually needed 
irv an appeal to the court. It is apparent 
that the 4W ere £t . structures of Glaug*s 
invention and those, of the Nomura refer- 
ence were at issue and yv^ere argued before 
the Board. We thus agree with Glaug that 
the Nomura reference does not present a 
pHmas-fa case of obviousness of the 
placement of the adhesiv^ in Glaug's pro- 
cess:- -- { - :: ' v — : 

Claim Clause [ij-r-fhe Decay Parame- 
ters,. ' ' t ■ . 

■Glaug tabulated;^ 1 in h\s specification, 
comparative data of elastic decay using his 
system of adhesive * zones, as compared 
with sevens coriimerciab >brands of training 
pants. These tiata Showed that the elastic 
in thevpants made' by> his process exhibited 
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The -word 



lit 



w 



less than half /the > decay in elasticity; com- 
pared with the best of sevjen, conpj^cial 
brands of training pants. We ' Board re- 
jected this ; evidence because Glaug did not 
describe how the elastic waist was con- 
structed in these prior pants. The 
Solicitor argu^; :&at tfi^ comparative 
data are hot of iuffiment Jq&ility to over- 
come the prima fade case of obviousness 
made by ; the prior art. On its face, 
Glaums data show improvement over these 
commercial products. These data, includ- 
ed in the specification, are not offered as 
rebuttal £v£de^ an 
advantageous. i^j^l^^&}9P^^ training 
pant as measured by the rate of elastic 
decay. . v ; 

'Nbmuf'a' h&t ■ suggest 1 tiat "elastic 
decay would be, reduced by spaced place- 
irient of the adhesive to provide adhesive- 
free zohes^T^^ 

limitation "in vrtiich' each waist elastic sys- 
has an average maximum magnitude 
of decay less, triari aboiit 66167 grams in an 
extension range of about 175 millimeters 
to about 300 millimeters over the finst 
three 

gteted by Ndmura; ^" , 

V E7] The Board lield" tttat the' rturien&l 
Measure of elastic ^'decaiy in ; ^ 
cMms is simply ^ ihh^ifent iri $^:irnffi<w& 

c£- 



mShtacMevfed 
■ meirit ttf -his adhesive, aiicl d Jes ript "ijfftpart 
k.ui.^:i^ J ^ ^ e ilaii^f ' J tbe 



measurement of a pHysicaT" 'property may 
not of itself impart patentabiUtyv to^other- 
; wise unpatentable claims, when the mea- 
sured property serves to point up the dis- 
>tinction from %)pp6r s^jOr ^vantage? 



l^ve^r thQ |>fiqr art^ that ^ ia rele- 
fjvahi ' to pateshtabiliiy,' \ta&3fev numericaj 
r parameters can . not only add precision to 

pt^ej,^ 

|&l(Mg with all of the evidence] . in ^determi- 



nation of: patentability.; : : Ste:. Pall i Corpj :v: 
Micron, iSeparatioTt^r. liiti, i 66 F.3d ;1211, 
m6iq36>iUSE<^v^i-i^ (FedX3ir; 
1995)v<affirmingfthe idistaictl Court's definiT 
tipricf^ 

teri3tic .^accord^ the measures 

meivts of bubble point, flpw time, ^nd KL 

cpyefei/r^ Som>M ^M^ 746, •i750,.34. 

way for a pateht applicant to rebut a pririi# 
facie case ! of obviousnebs is to . make a 
showing' of "unexpected resulted ie n - $q 
show that the claimed invention exhibits 
some su^rior j^-operty -ot- advantage 'that 
a Ypei^oh^^of^Ordmarjjr, skill inlthe relevant 
art- would lime found ^surprising or unex- 
pectjedl")^; nl o : rh>rM\\:-: '.. y'-^y. r^q 

The TiechnicM E & v- 1 ' y \:' 

^ Glaug /e^plaped ^ y the ; specification tha^ 
hisa^^ 
thq" 

elastic member and the layer of matenal 
IwitSi] ^^?i^il^»t^ r^&ctK>n in ^the elastic 
member's loss of elasticity." [Application; 
p. ,9]; The B^ard ^tet^^js^d- the Solicitor 
ar^uesi .E^NGlfiuj^s j&jimcai ^lanation 
^Kow. ^ mv^^ t|i^t 
|3y. ^^rmi|^My '- : r s^ed^ 
wpulS >ir^erentiy ^hieVe*: the benefits of 
M ii&^^ ihat tHis 

rehdere-' tfi# 'claims 1 obvious ■ because **ac- 
feeding ta;^ 

slir^l ^^du^tibn itf th^ surface i^eS <ti 
jpmd^r v ^9^dvii^ 

ig r ^:lqss c^^la^L^ty , ^jdecayJX I <^ ^$Vf 
m^jelastiQ,, me^b^" ^J?d>-: op v ,at ,5. 
(^aug f :Compl^ that ; : : t^t ^(wd ; H^d 
^I^l j4^3 ;] g^TO^^^C^l^matiqn ^ of v r ;inyenti9p 
ag^t';;^m, instep:, ^^i^g 0yiden<ie 

[8] Ah inventor's explanation of hbw 
the T i#Y^r}ti^^ 

ous t ithat / which' iis- otherwise? unobvious. 
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Since the; prior; art does Jiot > show > ithe 
spifced zohes>6f.adKesive^that'are;-provid6d 
by : Giaug, ;hi*5\ teaching ^afcthe Spacing 
permits / the fabric - to 1 bunch ; and* strfetch' ; is 
not ; evidence: of obviousness^- . ' If %riything,^ 
this : teaching; supports r the; = Unobviousness 
of^Glau^s discovery , thkt spring: the adtie^ 
sive reduces elastic decay #6 that the mag- 
nitude of decay is ; as stated ih^diairt clai^e 



The decision of the Board: is reversed. 1 
REVERSED. 




Conclusion " -•■r.j.-i.- 4.', 

The ^material /facts-^ai^^enea^y^imdiS'-: 
puted: On; the ^^^^^^pr^r^Y^ 
conclude, -as ;;aumatter:: of daw, ftfaatr the 
placement of the adhesive in spaced: apart 
zones generally in the machine direction 
would not have : been obvious /.m v view, of 
■Nomura. .See Graham v. John Deere, 383 

U.S. iffr;^ 

lte U^PQ 459; 467 ^6 j (^o^heM is a 
guestioii of law baked on undierl^ihg 'fdctg): 

Claim Clause //TfeTV^^ 

the Eldstic ' '''^h^v-^h ■. ; \-.-yV" ; 

The Magid reference describies a tubular 
sIm irn^^ 

constitutes| : a folded "hem"; ^ 
obviously increase i-the . sixen^tli of <; the; 
edge, and ruled it ^vould for this rea« 
spn , haye, been pj?yious to fold ; the, ecjge 
oyej i^e . je^tic Qf the Glaug ;tpinin| pant 

■'''''GlMg%iM^^i ihta^akd^n^W a 
hem i^ ' iri^l^Vari^ to Hfe p¥oicie3s, Shd points 
out that (> Magid does 7 riot i^]^- : -'td-ilie\ 
adhesive ^laceih&nt; : In vietf* of 'our ^bh^ 
elusion 7 %atr Gkug*s ^feive^ 
establishes pkfer^bflit^ of claim ■ l^'-we' 
heed not consider the effect of th£ 
reference. 

11 Glaug -does' :i hcit appeal the ; rejectidiv of 
claims- ; 12 to 25: ifor/ 1 obvibusness4y|ie clouble 



THE ME^D CORPORATION, 
* Plaihtiff-^Apjpellant, 



UNITED STATES, Defendant-Appellee. 
No. 98-1569. 

> United States Court of Appeals, 
Federal Circuit. 

. March 8, 2002. 



After remand of tariff classification 
case, 533 U.S. 218, 121 S.Qt; 2164, 150 
L.Ed.2d 292, The Court of Appeals, Rader, 
Circuit. Judge, held that imported day 
planners could not be classified as bound 
diaries under subheading 4820.10.20 of 
Harmonized Tariff Schedules of the Unit- 
ed . States (HTSUS) but were properly 
classifiable under the "other" provision of 
subheading 4820.10.40. [ 

Reversed; 



1. Customs Duties ^85(3) 

Court of | ^Appeals reviews the Court of 
International grant of summary 

patenting That rejection is hot affected by 
our. decision. ;, ~;-.ivv "V ■ 
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